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The Territoriality Principle and Protection for
Famous Marks in the Americas
By L.  Donald Prutzman

l. Introduction

Under the prevailing intemationally recognized prin-

ciple known as "territoriality," trademark rights typically

exist in each country only within the borders of that coun-

try and only to the extent protected by that country's

trademark law. For this reason, with some exceptiors cre-

ated by intemational agreements, such as the Community

Tiademark covering the entire European Union and the

Andean Pact covering member Latin American nations,

trademark owrrers must protect their marks in each coun-

try where they need protection, usually by registration

there. As a general rule, a trademark that its owner

("Owner A") has protected in certain countries can

be adopted, used and registered by an unrelated party

("Owner B") in a country where it has not been protected'

This is true even where Owner B knows of Owner A's

usage of the mark and is consciously attempting to ap-

propriate the goodwill of Owner A's mark in a country

where that mark is known to the relevant class of con-

sumers. This situation fosters consumer confusion and

possible damage to the goodwill of Owner A's trade-

mark, and leaves Owner A unable to expand operations

to a country where its trademark is known because a

usurper already has the trademark there.

Because of this obvious problem with the rigorous

application of the territoriality principle, the need for an

eiàeption, or countervailing principle, to territorialiÇ

known as the "Famous Marks Doctrine," has long been

recognized. In theory, the Famous Marks Doctrine af-

fords protection to a trademark in a country where it is

neither used nor registered, but where it is well known to

the general public or at least the relevant class of consum-

ets of the goods or services involved. However, the

Famous Marks Doctrine is not typically part of a nation's

intemal trademark legislation, and a recent important ap-

pellate decision in the United States has held that it is not

þart of U.S. trademark law. The Famous Marks Doctrine is,

ho*err"ç embodied in, and applies through, intemational

agreements.

The most important and well known such agreement

is the "Paris Convention for the Protection of Industrial

Property" (the "Paris Convention").t As discussed in

more detail below, Article 6bis of the Paris Convention

affords protection under the Famous Marks Doctrine for

trademarks (in the word's narrow sense of marks used

for goods, as opposed to services). Article 16(2) of the

Agrèement on Trade-Related Aspects of Intellectual

Property Rights (the "TRIPS Agreement")2 expanded

the ieach of Article 6bls to service marks: Most Latin

American cor¡ntries, as well as the United States, are

signatories to the Paris Convention and the TRIPS

Agreement. Howevet as discussed below, a recent court

deiision in the United States has held tha! notwithstand-

ing the treaties, the Famous Marks Doctrine generally

unã Arti.I" 6bis tnparticular are not part of United States

trademark law.

There is, however, another intemational agreement

among the United States and a handful of Latin American

countiies that embodies the Famous Marks Doctrine-the

"General Lnter-American Convention for Trademark and

Commercial Protection of Washington, 1929" (the "Pan

American Convention").3 Articles 7 andS of the Pan

American Convention provide a very broad form of

Famous Mark Protection that, as discussed in more

detail below, does not even require that the mark be

"fanLotts" to be protected. The treaty requires only that

the usurping user knew of the owner's use of ttte mark

in anotkrer member country. Articles 7 and 8 of the Pan

American Convention are unique, little-known provi-

sions that have not been widely used. They are likely to

assurne much greater importance, at least for U'S' and Latin

American tradèmark owners, as a result of the hold-

ing that Famous Marks protection under the Paris

Co=nvention and the TRIPS Agreement is not available in

the United States.

ll. Territoriality
"Territoriality"-the concePt that trademark rights

exist separately under each country's law-is a basic prin-

ciple of U.S. trademark lawa as well as the trademark law

of most nations. Under the territoriality principle, use of a

mark outsid.e a country does not give the user any rights

to use the mark, or to stop others from using it, in that

country. This is true even where the user in that country

is actíg in arguable "bad' fatth" by not only using the mark

but abõadopting trade dress and other elements used by

the foreign user in an attempt to create the impression
that the user is associated with the foreign trademark
owner.

Under the territoriality principle, a trademark has a

separate legal existence under each country's laws,-and

its^proper Éwful function is not necessarily to specify -
the origin of a good or service, but rather to s¡rmbolize the

domestic goodwill of the domestic trademark owner so

that the consuming public may rely with an expecta--

tion of consistency ón the domestic reputation earned

for the mark by its owner, and the trademark owner may

be confident that his goodwill and reputation will notbe
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injured through use of the mark by others in domestic

commerce.5

There is a countervailing theory to the territoriality

principle called the "universality principle." Under that

theory "if a trademark [is] lawfully affixed to merchan-

dise in one country, the merchandise would carry that

mark lawfully wherever it went and could notbe deemed

an infringer although transported to another countÐr
where the exclusive right to the mark was held by some-

one other than the owner of the merchandise."6 The uni-

versality principle is definitely not Part of United States

trademark IawT and has not found much acceptance any-

where else in the trademark context.s

ll l . The "Famous Marks Doctrine"

As noted above, rigorous application of the terri-

toriality principle would allow an unrelated person to

adopt a trademark that is well known in countries where

it is used and protected in a country where it is neither

used nor protected. The "Famous Marks Doctrine" has

developed to address this problem. Under the Famous

Marks Doctrine, a mark may be entitled to protection in

a country even if neither used nor registered there if it

is well known among consumers in that country. It may

not be necessary for a mark to be well known to the gen-

eral public. Wide knowledge among the relevant class of

consumers for the goods or services involved (known as

"niche fame") may be sufficient.

As the one United States federal court ever to apply

the Famous Marks Doctrine, the United States Court of

Appeals for the Ninth Circuit,e explained:

lT]here is a famous mark exception to

the territoriality principle. While the
territoriality principle is a long-standing
and important doctrine within trademark
law, it cannot be absolute. An absolute
territoriality rule without a famous-
mark exception would promote con-

sumer confusion and fraud. Commerce
crosses borders. In this nation of im-
migrants, so do people. Tiademark law

is, at its core, about protecting against

consumer confusion and "palming off ."

There can be no justif ication for using

trademark law to fool immigrants into

thinking that they are buying from the

store they liked back home.lo

In Grupo Gigante, the plaintiff operated a chain of

grocery stores in Mexico under the trademark "Gigante,"

but neither used nor protected that mark in the United

States. An unrelated entity appropriated the mark for

grocery stores in Los Angeles, California, an area with

a significant concentration of Mexican immigrants. The

Mexican trademark owner sought to stoP the junior user

from using the mark. The court invoked the Famous

Marks Doctrine to do so without grounding its use on any

provision of United States trademark law or any intema-

tional agreement to which the United States is apatty.

State courts in the United States have occasionalþ in-

voked the Famous Marks Doctrine in deciding state com-

mon law u¡fair competition cases. The seminal case was

decided in a New York state court. In Møison Prunier u'

Prunier's Rest. €¡ Cøfe,rr the owner of "Maison Prunier,"

a famous Paris restaurant with a branch in London, but

no operations in the U.S., sued the operator of a New

York restaurant that had adopted the Prunier name and

a slogan used by the Paris Prunier, and was advertis-

ing itielf as "The Famous French Sea Food Restaurant'"

The New York court granted an injunction' The court

acknowledged the general rule of territoriality, but held

that there was an exception for foreign marks that were

well-known in the U.S. where the U'S. user was acting

in bad faith by leading the public to believe that it was

connected to the famous foreign mark owner. The

holding was based entirely on New York common law

unfair competition, and not U.S. trademark law.

The c{octrine was recognized again inVaudable a'

Montnnrtre,Inc.,1z anot]ner New York state court case'

That case also involved a famous Paris restaurant,

Maxim's. The court enjoined operation of a New York

City restaurant called Maxim's that had also adopted the

deðor and other trade dress of the Paris restaurant' The

court concluded that the French trademark owner had

priority in the U.S. against a junior user based on (1) unin-

ierrupted use of the mark outside the U.S., and (2) the fame

of the mark among the relevant class of consumers.

The Trademark Trial and Appeal Boardl3 has also

recognized the existence of the Famous Marks Doctrine

in several decisions,l4 but has actually applied it in only

one case. In AII England LøwnTennis CIub, Ltd. a' Creatiue

Aromatiques,l5 the Board upheld an opposition by the op-

erators of the Wimbledon tennis facility and tournament

to registration of the mark "Wimbledon" for cologne in

the U.S. Even though the petitioner was not using the

Wimbledon mark on any goods or services in the U.S', the

Board held that it had the ability to oPpose registration

based on the rationale of Vaudable because consumers

would believe that the cologne was sPonsored or ap-

proved by the operators of the famous teruris tournament'

Ho*err"t, the Board did not ground its recognition of

the Famous Marks Doctrine on any provision of feder-

al trademark law or any international agreement' It relied

solely on a state law unfair competition theory'

lV. ls the Famous Marks Doctrine Part of United
States Domestic Trademark Law?

As noted above, those state courts that have applied

the Famous Marks Doctrine and the Trademark Trial and

Appeal Board have all based iheir decisions on state un-

fair cornpetition law, not United States trademark law'
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The one federal appellate decision to apply the doctrine,

Grupo Gigante, did not cite any provision of federal trade-

mark law in support. Recently, the United States Court

of Appeals for the Second Circuitl6 held that the Famous

Marks Doctrine is not, in fact, a part of federal trade-

mark law, even though it is embodied in a treaty the U.S.

signed. According to that court's decision,lT any possible

application of the doctrine in the United States would

only be pursuant to the unfair competition law of a par-

ticular state.

lTC involved the use of the trademark BUKHARA

for Indian restaurants. The plaintiff ITC owned and oper-

ated well known Indian restaurants under that mark in

India and elsewhere. It had formerly operated several

Bukhara restaurants in the U.S., all of which had been

closed, and had an existing U.S. trademark registration

for BUKHARA. The defendants observed that ITC was

no longer using the mark in the U.S. and decided to

open two restaurants in New York under the mark

BUKHARA GRILL. The defendants' restaurants
"mimic[ked] the ITC Bukharas' logos, decor, staff

uniforms, wood-slab menus, and red-checkered custom-

er bibs,"18 and so they were obviously trying to trade on

the fame of the foreign restaurants of the same name.

The trial court had decided in favor of the defen-

dants. On appeal, the Second Circuit first disposed

of plaintiffs' claim that defendants' use of the mark

infringed ptaintiffs' existing U.S. registration. The court

affirmed the lower court's holding that by closing its U.S.

restaurants ITC had abandoned its U.S. mark, so that the

registration was subject to cancellation and was of no as-

sistance to the plaintiff.

The court next considered whether the Famous

Marks Doctrine applied to protect the mark in the U.S.,

even though it was not being used there and its registra-

tion was invalid. The court evaluated three possible

ways the doctrine could apply: (1) the possible appli-

cation of the "Famous Marks Doctrine" as federal trade-

mark law; (2) the possible application of Article 6bís of

the Paris Convention (referred to above and discussed

in detail below); and (3) the possible application of the

Famous Marks Doctrine as state unfair competition law.

The Second Circuit first determined that, notwith-

standing the Ninth Circuit's decision inGrupo Gigante,

the Famous Marks Doctrine is not embodied in United

States trademark law. The court declined to follow the

Ninth Circuit expressly because that court did not ground

its recognition of the Famous Marks Doctrine in any

provision of federal law or on any treaty provision. The

doctrine was recognized solely as a matter of sound

policy. Although the Second Circuit recognized fJl.at "a

persuasive policy argument can be advanced in support

of ¡.e famous marks doctrine,"1g the court found that

sound policy "is not a sufficient ground for its judicial

recognitiorç particularly in an area regulated by statute

[such as trademark law1."zo Although decisions of the

Trademark Trial and Appeal Board would ordinarily be

afforded considerable weight on matters of trademark law,

the court also declined to follow the T.T'4.8.'s decision

in the Wimbledon case, because the Board had relied on

state unfair competition law, not federal trademark law'

According to the Second Circuit, if the Famous Marks

Doctrine is to be adopted as part of United States trade-

mark law, it is up to the U.S. Congress to do it.

V. Article 6bís of the Paris Convention and
Article 16(Ð or TRIPS

After rejecting federal trademark law as a source of

the Famous Marks Doctrine, the Second Circuit in ITC

next considered whether international treaties-Article

6bis of the Paris Convention and Article 76(2) of TRIPS-

afforded the plaintiff any protection.

Article 6bis of the Paris Convention requires member

states

ex officio if their legislation so permits,

or at the request of an interested party, to

refuse or to cancel the registration, and

to prohibit the use, of a trademark which

constitutes a reproduction, an imitation,

or a translation, liable to create confu-

sion, of a mark considered by the com-

petent authority of the country of regis-

tration or use to be well known in that

country as being already the mark of

a person entit led to the benefits of

this Convention and used for identical or

similar goods. These provisions shall also

apply when the essential part of the mark

constitutes a reproduction of any such

well-known mark or an imitation liable to

create confusion therewith.

Article 6bis applies,by its terms, only to "goods'"

However the TRIPS Agreement expanded it to apply to

services as well. Atticle 76(2) of TRIPS states that, "Article

6bis of the Paris Convention shall appÌy, mtttatts mutan-

dís, to services."

These treaty provisions would seem to require the

United States to recognize the Foreign Marks Doctrine,

at least to the extent specified in Article 6bis, i-e', when

"competent authority" in the U.S. considers the mark to be

"well known" hete,the person asserting rights is from an-

other member country, and the mark is used for "identical

or similar goods." Yet the Second Circuit held these in-

ternational agreements inapplicable in ITC.

The court, following established precedent, held that

the Paris Convention and TRIPS were not self-executing

treaties, i.e., that they did not become federal law by their

own force, but were only effective in the United States

to the extent the U.S. Congress passed implementing
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U.S. legislation incorporating their provisions. The court
held that Congress had not adopted any legislation
implementing Article 6bis or Article 1.6(2), and so ITC
could not rely on these treaty provisions in arguing
that the Famous Marks Doctrine should afford it protec-
tion from the defendants' usurpation of its famous trade-
mark. The court rejected arguments by ITC that Article
6bis was, in fact, incorporated in certain provisions of $
M of t,tre Lanham Act (the United States' trademark law),
even if not explicitly so. These arguments had the sup-
port of the leading commentator on U.S. trademark law,
Professor McCarthy.2r

The court simply disagreed that the treaty provisions
were included by implication in any Lanham Act provi-
sion, noting that "[b]efore we construe the Lanham Act
to include such a significant departure from the principle
of territoriality, we will wait for Congress to express its
intent more clearly."22 This holding seems to leave the
United States in violation of its treaty obligations. The
Second Circuit did not address that problem, but seemed
essentially to take the position that, if the U.S. is not in com-
pliance with the treaty, that is Congress's problem, not
the court's.

On26lune2007, the plaintiffs filed a petition for
certiorari asking the United States Supreme Court to
review the Second Circuit's decision.23 Grant of that
petition would have given the Court an opportunity to re-
solve the conflictbetween the Second and Ninth Circuits
on whether the Famous Marks Doctrine is part of federal
trademark law and also decide whether the Second Circuit
correctly rejected the application of two important inter-
national treaties to which the United States is a party.
However, on L October 2007, the Supreme Court denied
the petition for certiorari and declined to review the case.
Thus, at present the conflict between the circuits remains.

Vl. The Famous Marks Doctrine as State Unfair
Competition Law

As noted above, two quite old New York nisi prius
decisions, Vøudsble and Maisott Prunier, do recognize the
Famous Marks Doctrine as part of New York's common
law of unfair competition. However, at the time of the
lTC decision no New York appellate court had ever ad-
dressed the issue, nor did either of the two lower court
decisions provide any guidance on how to measure or
assess the fame of the foreign mark within New York,

although they do suggest that niche fame is sufficient.
In ITC, the plaintiffs argued that, even if the Famous
Marks Doctrine was unavailable to it under federal law

or treaty, it should be applied in support of their state
common law unfair competition claim. The Second
Circuit has declined to do so, at least yet.

It found that the two existing cases provicled too little
basis for it to predict whether the state's highest court,
tire New York Cou¡t of Appeals, would adopt the Famous

Marks Doctrine as state law and that whether or not the

doctrine is part of New York common law "is plairrly an

important policy issue for a state that plays a pivotal role

in intemational commerce."2a Accordingly, the Second
Circuit decided to certify the following two questions to

the New York Court of Appeals:2s

L. Does New York corrunon law permit the owner of

a famous mark or trade dress to assert property
rights therein by virtue of the owner's prior use of

the mark or dress in a foreign country?

And, if question L is answered in the affirmative:

2. How famous must a foreign mark or trade dress be

to permit its owner to sue for unfair competition?26

The New York Court of Appeals accepted the

Second Circuit's certified questions, and answered them

in a decision rendered 13 December 2007. As to Question
No. 1, the court said "Yes," but expressly stated that it

was not recognizing any new "famous" or "well-known"

marks doctrine.2T It held that it was simply applying

New York's well established misappropriation branch

of common law unfair competition law-the "principle

that one may not misappropriate the results of the skill,

expenditures and labors of a competitor."2s The court said

thåt, although Prunier andVaudabte are often heralded as
"perhaps the most famous examples" of the well-known

marks doctrine, they do not rely on any such doctrine for

their holdings. Instead, they "fit logically and squarely
within our time-honored misappropriation theory, which

prohibits a defendant from using a plaintiff's ProPerty
right or commercial advantage-in Prunier and Vøudable,

the goodwill attached to a famous name-to compete un-

fairþ against the plaintiff in New York."Ze

On this basis, the court held "while we answer'Yes'

to the first certified question, we are not thereby recog-

nizing the famous or well-known marks doctrine, or any

other new theory of liability under the New York law

of unfair competition. Instead, we simply reaffirm that

when a business, through renown in New York, possesses

goodwill constituting property or a commercial advan-

tage in this State, that goodwill is protected from misap-

propriation under New York unfair competition law. This

is so whether the business is domestic or foreign.-3O The

distinction between the court's holding and recognition of

the well-known marks doctrine seems, at best, elusive. In

holding that a trademark owner could have goodwill in

New York based on foreign use of the mark, the court is

recognizing an exception to the territoriality principle that

is essentially the well-known marks doctrine'

As to Question No. 2, the court responded that the

minimum standard for fame of the foreign mark is that
"[a]t the very least, a plaintiff 's mark, when used in New

York, must call to mind its goodwill. Otherwise, a plain-

tiff 's property right or commercial advantage based on
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the goodwill associated with its mark is not appropriated

in this state when its unregistered mark ìs used here.

Thus, at a minimum, consumers of the good or service

provided under a certain mark by a defendant in New

York must primarily associate the mark with the foreign

plaintiff."3iThe coúrt noted that whether consumers pri-

marily make that association "is an inquiry that will, of

necessity, vary with the facts of each case." Accordingly,

the court declined to give an exhaustive list of factors to

be analyzed, but noted that "some factors that would be

relevant include evidence that the defendant intention-

ally associated its goods with those of the foreign plaintiff

in the mrnds of the public, such as public statements or

advertising stating or implying a connection with the for-

eign plaintiff; direct evidence, such as consumer surveys,

indicating that consumers of defendant's goods or ser-

vices believe them to be associated with the plaintiff; and

evidence of actual overlap between customers of the New

York defendant and the foreign platntiff ."32Interestingly,

the court did not include copying of the plaintiff's trade

dress-which occured in the lTC case-in its list of ex-

amples of evidence that the defendant intentionally as-

sociated its goods with those of the foreign plaintiff. One

would think such copying was showed an intent to create

an association.

In summarizing, thLe court held that, "to prevail

against defendants on an unfair competition theory un-

der New York law, ITC would have to show first, as an

independent prerequisite, that defendants appropriated

(i.e., deliberately copied) ITC's Bakhara mark or dress for

their New York restaurants. If they successfully make this

showing, defendants would then have to establish that

the relevant consumer market for New York's Bukhara

restaurant primarily associates the Bukhara mark or dress

with those Bukhara restaurants owned and operated

by ITC."33 Putting this test into the context of the well-

known marks doctrine, the court has held that "niche

Íarne" is sufficient and knowledge among the general

public is not required.

The case will now go back to the Second Circuit for

further proceedings. Presumably it will be remanded to

the district court to afford ITC an opportunity to prove its

common law unfair competition case, the only potential

ground for relief remaining.

However, New York State's recognition of an unfair

competition claim for use of a foreign mark that has

achieved niche fame in New York still leaves a lot to be

desired as far as international trademark owners are con-

cerned. New York, although an important commercial

center, is only one of many states. The highest courts of

other states could reach different decisions about the ap-

plicability of the Famous Marks Doctrine, or similar un-

fair competition principles, in their states when and if the

issue comes before them. Intemational trademark own-
ers need protection that they can rely on to be uniform
throughout the United States.

Vll. Art icles 7 and 8 of the Pan American
Convention

If the lTC decision is correct, ancl neither Article 6bls

of the Paris Convention nor Article 16(2) oÍ TRIPS applies

in the United States, then the little-known provisions of

Articles 7 andS of the Pan American Convention will as-

sume far greater importance for trademark owners in the

United States and the Latin American countries that

are parties to the treaty, namely, Peru, Colombia, Cuba,

Guátemala, Haiti, Honduras, Nicaragua, Panama and

Paraguay. The protections of the treaty are available not

only to nationals of these countries, but also to "domiciled

foréigners who own a manufacturing or commercial es-

tablishment or an agricultural develoPment in any of the

contracting states."34 In additions, the benefits of Article 7

are availaÈle to "[a]ny owner of a mark protected in one of

the contracting states." Thus many Latin American trade-

mark owners that are not nationals of a party to the treaty,

but have protected their mark in a country that is a party,
'r,vill be able to invoke the treaty provisions in another

country that is a PartY.

Article 7 of the Pan American Convention provides:

Any owner of a mark Protected in one

of the contracting states in accordance

with its domestic law, who maY know

that some other person is using or aP-

plying to register or deposit an interfer-

ing mark in any other of the contracting

states, shall have the right to oPPose

such use, registration or deposit and

shall have the right to employ all legal

means, procedure or recourse provided

in the country in which such interfering

mark is being used or sought, and upon

proof that the person who is using such

mark or appìying to register or deposit

it, had knowledge of the existence and

continuous use in any of the Contracting

States of the mark on which opposition

is based upon goods at the same class,

the opposer may claim for himself the

preferential right to use such mark

in the country where the opposition is

made or priority to register or deposit in

such country, upon compliance with the

requirements established by the domestic

legislation in such country and by this

Convention.

Article 8 states:

When the owner of a mark seeks the

registration or deposit of the mark in a

Contracting State other than that of ori-

gio of the mark and such registration or

deposit is refused because of the previous

registration or deposit of an interfering

1 1 0 NYSBA tnternational Law Practicum I Autumn 2OO7 | Vol. 20 I tlo. Z



T
i
¡

marlç he shall have the right to apply for
and obtain the cancellation or annulment
of the interfering mark upon proving,
in accordance with the legal procedure
of the country in which cancellation is
sought, the stipulations in Paragraph (a)
and those of either Paragraph þ) or (c)
below:

(a) That he enjoyed legal protection
for his mark in another of the
Contracting States prior to the date
of the application for the regiska-
tion or deposit which he seeks to
cancel; and

þ) That the claimant of the interfering
mark, the cancellation of which is
sought, hacl k-nor,r'ledge of the use,
employn-rer-rt, registration or deposit
in any of the Contracting States of
the mark for the specific goods to
which said interfering mark is ap-
plied, prior to the adoption and use
thereof or prior to the filing of the
application or deposit of the mark
which is sought to be cancelled; or

(c) That the owner of the mark who
seeks cancellation based on a prior
right to the ownership an use of
such mark, has traded or trades
with or in the country in which can-
cellation is sought; and that goods
designated by his mark have circu-
lated and circulate in said country
from a date prior to the fi l ing of
the application for registration or
deposit for the mark, the cancella-
tion of which is claimed, or prior to
the adoption and use of the same.

The protections these Articles grant are, in fact, some-
what broader than, or at least different from, the Famous
Marks Doctrine. The availability of protection is based
not on the fame of the foreign mark, but on the usurper's
knowledge of that mark. Thus, even if the foreign mark
is not well known to the public, the foreign owner would
be entitled to protection if the usurper knew of the
mark. If, for example, Article 7 applied in the Bukhara
restaurant case discussed above, the plaintiffs could have
prevailed even if they were unable to show that the
Bukhara mark for Indian restaurants was well known in
the United States, because the defendants admittedly knew
of the plaintiffs' foreign use of the mark at the time they
adopted it. It is arguable that Articles 7 and 8 leave a gap in
famous mark protection because, in theory, they would
not apply to a famous mark that the usurper did not
happen to know about before he or she adopted it. In

practice, however, any such gap is doubtful. As noted
below, decisions applying these articles typically reIy, at
least in part, on a mark's fame within the jurisdiction
as circumstantial evidence that the usurper knew of the
mark's use outside the jurisdiction.

Further, Articles 7 and 8 are not vulnerable to the
reasoning the Second Circuit used to preclude application
of Article 6bis of the Paris Convention in the ITC case-
that the treaty is not self-executing and Congress has never
enacted implementing legislation: The U.S. Supreme Court
has expressly held that the Pan American Convention is
self-executing and became U.S. law upon ratification
without the need for implementing legislation.3s

Earlier this year, in Diaz v. Seraicios de Franquicia
Pardo's 5.A.C.,36 ttle Trademark Trial and Appeal Board
relied on Article 7 in holding that a Peruvian trademark
that was neither used nor registered in the U.S. had prior-
ity over the same rnark used for the satne services by a
usurper in the U.S. In Pardo's, a proceeding to opPose
registration, the applicant had been using the mark

p*q*frry
for eat-in and take out restaurant services in Peru and
owned several Peruvian registrations for the mark. One
day after the Peruvian trademark owner applied for a
registration in the United States based on the Peruvian
registrations and an intent to use the mark in the U.S.
pursuant to $ 44 of the Lanham Act, the opposer, Diaz, a

Peruvian living in Miami, filed his own application for
the same mark for the same restaurant services. When the
Peruvian owner's application was approved and pub-
lished, Diaz opposed it on the grounds that he was the se-
nior user of the mark in the United States. Diaz's claim to
be the senior user was based on his prior use of the mark
in the United States, even though he had no U.S. registra-
tion. Under U.S. trademark law, rights in a trademark are

acquired by use. Thus, a prior user can have priority even
if he or she is not the first to apply for registration. The
Peruvian owner asserted Article 7 of the Pan American
Convention as an affirmative defense and moved for sum-
mary judgment (a procedure available to avoid a trial
when there are no disputed issues of fact).

The Board had no difficulty granting summary;udg-
ment in favor of the Peruvian owner. It held that, to in-
voke Article 7 successfully, the Peruvian owner would
have to show that there were no genuine factual disputes
(1) that it is the owner of a PARDO'S CHICKEN mark
protected in Peru; (2) that it "may have" known that Diaz
was using or applying to register an interfering mark
in the United States; (3) that Diaz had knowledge of the

existence and continuous use in Peru of the PARDO'S
CHICKEN mark in connection with services in the same
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class prior to his use of the PARDO'S CHICKEN mark

in the United States, and (4) that the Peruvian owner has

complied with the requirements set forth in the domestic

legislation in the United States and the requirements of

the Pan American Conrrention. The evidence clearly

supported all of these elements.

As to the element of Diaz's knort' ledge of the

Peruvian mark, he attempted to argue that, although

he may have known that the mark was used in Peru, he

had no knowledge that it was corurected in any n'ay to

the Peruvian owner and therefore the terms of Article 7

were not satisfied. The Board made short work of this

nonsense, holding that he did not have to know the iden-

tity of the Peruvian owner; he only had to know that the

mark was being used there by someone else. To infer

Diaz's knowledge, the board relied on circumstantial

evidence, including Diaz's Peruvian origin, that Diaz had

lived in Peru for a period of time within twenty blocks of

a PARDO'S CHICKEN restaurant, and (most obviously)

that he had happened to adopt the same mark in exactly

the same style of lettering as the Peruvian owner.

The T.T.A.B.  had previously  considered Art ic le

8 of the Pan American Convention in BritisfuAntericatt

Tobacco Co. a. Phillþ Morris htc.37 That case ruas a Pro-
ceeding to cancel two U.S. registrations for the mark

BELMONT for cigarettes commenced by an owner of sev-

eral registrations for that mark in countries that are party

to the Pan American Convention. Among other grounds,

rights under Article 8 of the Convention were asserted'

On a motion to dismiss the Article 8 claims, the Board

determined that it had jurisdiction to consider Article

8 claims, even though the Pan American Convention

is not part of the Lanham Act, the U.S. trademark law

under which the Board was created. The Board also

determined that Article 8 could be asserted as grounds

to cancel a registration more than five years old, erreu

though the Lanham Act expressly limits the grounds on

which such a registration may be cancelled and Article 8

is not included.

Peruvian trademark autl-rolities have also applied

the Pan American convention to benefit U.S. trademark

owners. In ]uly L999, tkre Peruvian Trademark Appeal

Board (Tribunal de Deþnsa de la Competmcin y de lø Propiedad

lntelectual de Indecopi) upheid an opposition based on

Article 7 by t}re U.S. owner of the mark MORROW for

certain garments against a Peruvian application for

the same mark for similar goods.38 In that case, the op-

poser's U.S. registration was issued after the Peruvian

application was filed, but it was based on a first use date

before the Peruvian application. The Board held that this

was sufficient. The Board also based its finding that the

Peruvian applicant knew of the U.S. registrant's use on cir-

cumstantial evidence that the mark was known, at least to

some extenÇ in Peru. The evidence showed that magazines
containing advertisements for the U.S. registrant's goods

hadci rculatedinPeru.  The Board held that  th is  was

suf f ic ient  to  show the Peruvian appl icant 's  knowl-

edge, especially when coupled with the identity of the

tn'o trademarks.

In a similar situation in January 2001, the Peruvian

Trademark Office (Oficina de Sigttos Distintiaos-OSD) grant-

ed an opposition by the owner of U.S. registrations for the

marks ÑerzpHoNE, NET2PHONE PRo, NET2PHONE
and globe design, and other similar marks for telecommu-

nications services against a Peruvian citizen's application

for the mark NET2PHONE PRO PERU for telecommuni-

cations services based on Article 7 of the Pan American

Conr¡ention. All of the necessary elements for application

of Article 7 were substantially indisputable except for

the Peruvian applicant's knowledge of the U'S' use of

the mark. Again, this was inferred from circumstantial

evidence. The evidence demonstrated that the U'S' marks

had been publicly disptayed and exposed in Peru, pri-

marily through the U-S. registrant's Internet website, and

that the telecommunications business in Peru was concen-

trated and its participants highly knowledgeable about

what is happenlng in the industry. This, together with

the use of similar marks and a similar globe design, was

enough to support a finding ihat the Peruvian applicant

knew of the U.S. registrant's use of the mark'

Vll l .  Conclusion

The recent /TC case unexpectedly determined that

(a) the Famous Marks Doctrine is not a part of the United

States's internal trademark law, and (b) Article 6bis of

the Paris Convention and Article 16(2) of TRIPS are inap-

plicabte in the U.S. because they have not been imple-

mented by internal legislation. These holdings, which

the Supreme Court has determined not to review, con-

sideraùly diminish the potential protection in the United

States for marks that are known in the Unitecl States,

but neither used nor registered there. This unexpected

turn of events casts a spotlight on the relatirzely obscure,

and heretofore little used ArticlesT and,8 of the Pan

American Convention. It is likely that they will assume

increased importance in the intelnational protection of

trademarks in the Americas for those in a position to take

advantage of them, and international practitioners should

become familiar with them'
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