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Non-US Trademark Owners Should Consider
Protecting Trademarks in the US Even if
There IsNo CurrentUSUse .............couv..

L. Donald Prutzman of Tannenbaum Helpern Syracuse &
Hirschtritt LLP discusses a recent trademark law decision from
the US Court of Appeals for the Second Circuit that indicates that
trademark owners whose marks are neither used nor registered
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in the United States are unlikely to be able to protect their marks :
. patent litigation actions, with focus on particular factual
+ scenarios that are commonly encountered. The author

. notes that, by analyzing and applying the legal factors and
* interpreting case law, patent infringement plaintiffs and

from usurpation in the United States by unrelated users, even if
a mark is well known among the relevant class of US consum-
ers. This situation could lead to consumer confusion, damage

to a trademark’s goodwill, and inability to use the mark in the
United States when expansion here becomes desirable. The
author advises non-US trademark owners who foresee eventual
expansion to the United States, or those who wish to protect the
reputation of their trademarks among US consumers, to consider
trademark registrations or applications in the United States now.

Free and Open Source Software Licenses: Benefits,
Risks, and Steps Toward Ensuring Compliance.......5

Douglas D. McGhee of Arthur, Chapman, Kettering, Smetak
& Pikala discusses the rise of free and open source software

(FOSS) as an alternative to traditional commercial software prod- -
: this work, the authors, J. Michael Martinez de Andino and

ucts and how this new software brings a host of unique legal
issues that must be evaluated before any gains may be realized.
Mr. McGhee reviews the case law and explains when companies

Assessing Personal Jurisdiction in Patent
Litigation ACHONS ..ccvnuve swswwas e

Given the global nature of the economy and the myriad of
ways business is transacted, it is often difficult to determine
whether a company’s actions in a particular forum state

are sufficient to confer personal jurisdiction. In this article,
Nathaniel Bruno of Sheppard Mullin LLP describes the basic
legal framework used to analyze personal jurisdiction in

defendants can obtain a better grasp of the arguments that
they must make to support or defeat jurisdiction in their
particular lawsuits.

US Patent Office Delays Creating Limited and
Late Protection...................

In the face of significant delays in obtaining a US patent and
an increasing backlog of applications, the US Patent and
Trademark Office (USPTO) has instituted new procedures
and programs, including the Accelerated Examination Pro-
gram, with the goal of obtaining timely patent protection. In

. Gregory M. Murphy of Hunton & Williams, LLP, describe the

: mechanics of these procedures and their anticipated impact

should be aware of the particular situations that emphasize FOSS @
- of advancing technologies, the authors conclude that even

: delayed patents represent significant value to the holder, par-

: ticularly when combined with distinct-but-related patents in an

licensing compliance. The author concludes that free and open
source software can be either a tremendous boon to companies
that use it intentionally or a potential logistic, economic, and
legal nightmare for those that do not. In any event, he believes
that FOSS compliance should no longer be ignored.
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on the current use and value of patents. With the rapid pace
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By L. Donald Prutzman

recent trademark law decision by an influential

US appellate court indicates that trademark own-
ers whose marks are neither used nor registered in the
United States are unlikely to be able to protect their
marks from usurpation in the United States by unrelated
users, even if a mark is well known among the relevant
class of US consumers. This situation could lead to con-
sumer confusion, damage to a trademark’s goodwill, and
the inability to use the mark in the United States when
expansion here becomes desirable. Accordingly, non-US
trademark owners who foresee eventual expansion to the
United States or want to protect the reputation of their
trademarks among US consumers who may purchase
goods and services in other countries until US use com-
mences would be wise to consider trademark registra-
tions in the United States now.

Territoriality and the Famous
Marks Doctrine

“Territoriality”—the concept that trademark rights
exist separately under each country’s law—is a basic
principle of US trademark law! and the trademark law
of most nations. Under the territoriality principle, use
of a mark outside the United States does not give the
user any rights to use the mark in the United States
or to stop others from using it. This is true even when
the US user is acting in arguable bad faith by not only
using the mark but also adopting trade dress and other
elements used by the foreign user in an attempt to cre-
ate the impression that the US user is associated with
the foreign user.

Many have long thought, however, that a counter-
vailing principle known as the famous marks doctrine
was also a part of US trademark law. Under the famous
marks doctrine, a mark may be entitled to protection
in a country even if neither used nor registered there
if it is well known among consumers in that country.
Indeed, a version of the famous marks doctrine is
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embodied in a long-standing multinational intellectual
property treaty, the Paris Convention, to which the
United States and most other significant countries are
parties.

In a recent important decision, however, the US
Court of Appeals for the Second Circuit held that the
famous marks doctrine is not, in fact, a part of federal
trademark law, even though it is embodied in the Paris
Convention, which the United States signed. According
to that court, any possible application of the doctrine in
the United States would be pursuant only to the unfair
competition law of a particular state.?

ITC Limited v. Punchgini involved the use of the
trademark BUKHARA for Indian restaurants. ITC
owned and operated well-known Indian restaurants
under that mark in India and elsewhere. It had formerly
operated several Bukhara restaurants in the United
States, all of which had been closed, and had an existing
US trademark registration for BUKHARA. The defen-
dants noted that ITC was no longer using the mark in
the United States and decided to open two restaurants
in New York under the mark BUKHARA GRILL.The
defendants’ restaurants “mimic[ed] the ITC Bukharas’
logos, décor, staft uniforms, wood-slab menus, and red-
checkered customer bibs,”? and so they were obviously
trying to trade on the fame of the foreign restaurants of
the same name.

The trial court had decided in favor of the defen-
dants. On appeal, the Second Circuit first disposed
of plaintiffs’ claim that defendants’ use of the mark
infringed plaintiffs’ existing US registration. The court
affirmed the lower court’s holding that by closing its
US restaurants ITC had abandoned its US mark so that
the registration was subject to cancellation and unen-
forceable.

The court next considered whether the famous
marks doctrine applied to protect the mark in the
United States even though it was not being used here
and its registration was invalid. The court evaluated
three possible ways that the doctrine could apply:

1. The possible application of the famous marks doctrine
as federal trademark law;
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2. The possible application of the Article 6bis of the Paris
Convention,* which purports to require member
states to recognize rights in marks that are “famous”
in other member states; and

3. The possible application of the famous marks doctrine
as state unfair competition law.

The Second Circuit rejected the first two possibili-
ties, but noted that New York state law might support
an exception to the territoriality principle under the
third possibility. The court certified the state law ques-
tion to the New York Court of Appeals (the state’s
highest court),’ so the answer is currently unknown.

The Famous Marks Doctrine as US
Federal Trademark Law

The court first considered whether federal trade-
mark law encompasses the famous marks doctrine.
The doctrine has been applied in only a few US cases,
only one of them a federal court case. The seminal
case was decided in a New York state court. In Maison
Prunier v. Prunier’s Rest. & Café,6 the owner of Maison
Prunier, a famous Paris restaurant with a branch in
London but no operations in the US, sued the opera-
tor of a New York restaurant that had adopted the
Prunier name and a slogan used by the Paris Prunier.
The New York restaurant advertised as “The Famous
French Sea Food Restaurant.” The New York court
granted an injunction. The court acknowledged the
general rule of territoriality, but held that there was an
exception for foreign marks that were well known in
the United States when the US user was acting in bad
faith by leading the public to believe that it was con-
nected to the famous foreign mark owner. The holding
was based entirely on New York’s unfair competition
common law.

The doctrine was recognized again in Vaudable v
Montmartre, Inc.,7 another New York state court case.
That case also involved a famous Paris restaurant,
Maxim’s. The court enjoined operation of a New York
City restaurant called Maxim’s that had also adopted
the décor and other trade dress of the Paris restaurant.
The court concluded that the French trademark owner
had priority in the United States against a junior user
based on (1) uninterrupted use of the mark outside the
United Stats and (2) the fame of the mark among the
relevant class of consumers.

The Trademark Trial and Appeal Board (TTAB)8
has also recognized the existence of the famous marks
doctrine in several decisions,® but has actually applied
it in only one. In All England Lawn Tennis Club, Ltd. v.
Creative Aromatiques,'0 the TTAB upheld an opposition

by the operators of the Wimbledon tennis facility and
tournament to registration of the mark “Wimbledon™
for cologne in the United States. Even though the
petitioner was not using the Wimbledon mark on any
goods or services in the United States, the TTAB held
that the petitioner had the ability to oppose registra-
tion based on the rationale of Vaudable because con-
sumers would believe that the cologne was sponsored
or approved by the operators of the famous tennis
tournament. However, as the Second Circuit noted
in ITC, the TTAB did not ground its recognition of
the famous marks doctrine on any provision of federal
trademark law. It relied solely on a state law unfair
competition theory. For this reason, the Second Circuit
declined to give it the weight it would ordinarily
afford a TTAB decision on a trademark law issue.

The Ninth Circuit is the only federal appellate court
to recognize the famous marks doctrine as an ele-
ment of federal trademark law. In Grupo Gigante S.A.
de C.Vv. Dallo & Co.,!! the plaintiff, which operated a
chain of grocery stores in Mexico under the trademark
“Gigante,” claimed that it had priority over a junior
user of that mark for grocery stores in Los Angeles. The
Ninth Circuit held that:

[T]here is a famous mark exception to the
territoriality principle. While the territoriality
principle is a long-standing and important
doctrine within trademark law, it cannot be
absolute. An absolute territoriality rule without
a famous-mark exception would promote
consumer confusion and fraud. Commerce
crosses borders. In this nation of immigrants, so
do people. Trademark law is, at its core, about
protecting against consumer confusion and
“palming oftf.” There can be no justification for
using trademark law to fool immigrants into
thinking that they are buying from the store they
liked back home.12

The Ninth Circuit did not ground its recognition of
the famous marks doctrine in any provision of federal
law or on any treaty provision. The doctrine was rec-
ognized solely as a matter of sound policy. Largely for
this reason, the Second Circuit declined to follow Grupo
Gigante in ITC. Although the Second Circuit recognized
that “a persuasive policy argument can be advanced in
support of the famous marks doctrine,”3 the court
found that sound policy “is not a sufficient ground for
its judicial recognition, particularly in an area regulated
by statute [such as trademark law].14 According to the
Second Circuit, if the doctrine is to be adopted as part
of federal law it is up to the US Congress to do it.
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