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owners will not engage in defensive
registration once the gTLD application
period opens.

This is consistent with anecdotal
evidence of recently-observed client
behaviour. Ten years ago (coincidently
the time of the Edelman study), clients
seemed anxious to register their trademarks
as domain names in each new gTLD as
it became available.

Today, however, the increasing number
of gTLDs and ccTLDs and the concomitant
cost of registering in each have apparently
dampened their ardour. Even the recent
advent of the ‘sunrise period’, during which
clients can act to block their trademarks
from registration in the new .xxx gTLD, is
generating little interest.

“Companies leaning
against applying for

a gTLD registration
need to consider

the potential costs
associated with losing
their ‘.trademark’ gTLD
to another registrant
with a legitimate
claim to the mark”

The sheer cost of applying for
the new gTLDs shouid also minimise
cybersquatting concerns. The application
fee alone is US$185,000, with another
US$400,000 to US$500,000 cost
to develop and support the necessary
registry. Few cybersquatters would be able
or willing to risk their capital on this scale.

Benefits to brands

Some have speculated that ICANN's
gTLD programme may actually benefit
brands. Writing for Adverting Age, Alexa
Raad suggested that companies could
establish marketable names and websites
using gTLDs.

For example, eBay could offer
‘trademark’ second-level domain names
in a new .ebay gTLD to its top sellers,
giving them a more marketable, less
cumbersome URL on eBay. So,
Brookstone on eBay, currently at the
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domain Stores.ebay.com/brookstoneco,
could become simply Brookstone.eBay.

Or, suggests Raad, the American
Medical Association could register
.doctor and provide all doctors with an
‘@ama.doctor’ email address, harnessing
all AMA members onto one powerful,
marketable email list. The Law Society
could do the same with a .solicitor gTLD.

Companies leaning against applying for
a gTLD registration need to consider the
potential costs associated with losing their
“trademark’ gTLD to another registrant
with a legitimate claim to the mark.

For example, ‘apple’ is a trademark
for a computer and electronics company,
a publishing group specialising in health
and wellness, and a record label. If Apple
Publishing does not register .apple, it
risks losing the gTLD to one of the others.
However, if all three apply, ICANN will
conduct an auction to determine which
one gets it, which could drive up the cost
significantly.

Legal advice needed

Despite the opposition, ICANN is
determined to move forward and has
launched a series of events in European
cities to “promote awareness” of the new
gTLD programme.

Unless stopped or delayed by the
ANA's threatened litigation, the period for
initial applications opens on 12 January
2012 and will run through to 12 April 2012.

Applicants, as well as those opposing
or affected by applications, can be
expected to need advice and assistance
from their lawyers, so firms need to be
ready. The application is lengthy and
complex and requires significant supporting
documentation. The final version of the
applicant guidelines runs to 352 pages.

The procedures for opposing an
application are complex as well. A party
opposing the application will need to
establish that it has standing to object
under the principles articulated in the
guidelines and that it can demonstrate
a valid objection under one of the four
enumerated grounds for objection.

Thus, whether or not ICANN's new,
expanded gTLD programme will ultimately
benefit brand owners, internet users,
consumers or society at large, it is sure to
generate some work for lawyers. mp
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